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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on Novemberl8, 2003 has been entered. 

Applicants' election with travers of the species in paper No. 8 is presumed to carry over 
to the instant RCE since applicants have not indicated a contrary intention. 

The claims have been examined insofar as they read on the elected species. 

Claim Rejections 35 U.S.C, 103 
2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-44 are rejected under 35 U.S.C. 103(a) as being unpatentable over Walling et al 
(US Pat. 5,948,394) in view of Jakobson et al (US Pat. 5,093,043). 

Walling teaches transfer-resistant lip compositions. The compositions resist transfer upon 
subjecting the wearer to routine or daily activities. The compositions are in the form of Lipstick 
(see abstract). The compositions comprise lipophilic materials and a variety of other components 
(see claims 1-6). Walling teaches that a preferred volatile hydrocarbon fluid for use in the 
invention is isododecane (see col. 4, lines 1-16, and col.6, line 15 through col. 7, Line 45*, 
examples 1-6). Walling further teaches that a particularly useful silicone fluid for use in the 
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invention is available as the 556 series from Dow Corning (see col. 5, lines 3-9). DC 556 is a 
trade name for phenyltrimpthicone. Walling further teaches that phenyltrimethicone is a most 
preferred fluid for the invention (see col. 5, Lines 17-20). Walling teaches that various 
surfactants may be employed in the composition. Examples 1-6 are further comprised of wax and 
pigments. Additionally, examples 1-4 and 6 contain polyglycerol diisostearate. 

Willing does not teach expressly the particular percentages of each ingredients, or 
expressly states the employment of diglyceryl diisostearate. 

However, Jakobson teaches a process for preparing nonionic surfactants. The reference 
relates to the use of certain nonionic polyglycerol fatty acid ester surfactants as additives or 
solvents for skin protection agents and skin care oils and for cosmetic formulations (see col . 3, 
line 47 through col. 4, line 1 1). Jakobson teaches that diglycerol difatty acid esters have 
improved properties as compared to polyglycerol esters (see col. 4, lines 54-64). Jakobson 
specifically compares diglycerol diisostearate with commercial polyglycerol diisostearate (see 
col. 5, lines 17-20). Jakobson further disclosed that commercial polyglycerol diisostearate is 
essentially diglycerol diisostearate. See column 5, lines 24-28. 

Therefore, it would have been prima facie obvious to a person of ordinary skill in the art, 
at the time the claimed the invention was made, to make a lip cosmetic composition comprising 
isododecane, phenyltrimpthicone, and diglycerol diisostearate (such as those disclosed by 
Jakobson) in a percentage as herein cited. 

A person of ordinary skill in the art would have been motivated to make a lip cosmetic 
composition comprising isododecane, phenyltrimpthicone, and diglycerol diisostearate (such as 
those disclosed by Jakobson) in a percentage as herein cited because all of the ingredients are 
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known to be useful in lip composition. As to the particular percentage, note where the general 
conditions of a claim are disclosed in the prior art, it is not inventive to discover the optimum or 
workable ranges by routine experimentation. In re Aller, 220 F.2d 454, 105 USPQ 233, 235 
(CCPA 1955). Further, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have modified the compositions of Walling by the substitution of 
diglycerol diisostearate for polyglycerol diisostearate as taught by Jakobson in order to benefit 
from the improved properties of diglycerol diisostearate as taught by Jakobson. 

Response to the Arguments 
3. Applicants' remarks submitted November 1 8, 2003 have been fully considered, but are 
not persuasive for reasons discussed below. 

With respect to the remarks about Walling reference, applicants erred in that taking the 
specific examples as the only teachings, ignoring all the other disclosure therein. As stated 
above, "Walling further teaches that a particularly useful silicone fluid for use in the invention is 
available as the 556 series from Dow Corning (see col. 5, lines 3-9). DC 556 is a trade name for 
phenyltrimpthicone. Walling further teaches that phenyltrimethicone is a most preferred fluid for 
the invention (see col. 5, Lines 17-20)." Applicants also erred in considering polyglycerol 
diisostearate and diglycerol diisostearate as separated, unrelated subject matter. Plain meaning of 
"polyglycerol diisostearate" would encompass "diglycerol diisostearate." Further, to an ordinary 
skilled artisan in cosmetic art, "polyglycerol diisostearate" would be essentially same as 
"diglycerol diisostearate" since commercial "polyglycerol diisostearate" are "condensed from 
glycerol with approximately two units of glycerol esterified with two moles of isostearic acid." 
(Jakobson, column 5, lines 24-28). 
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With respect to the remarks about Jakobson's reference, applicants again erred in taking a 
part of the teaching as the whole teaching. Particularly, Jakobson does not limit the utility of the 
diglycerol diisostearate as emulsifier in W/O or O/W composition. In fact, Jakobson specifically 
states " The use of the surfactants refers preferably to their use as additives, wetting agents, 
dispersants, solubilizing agents, solvents and emulsifiers for skin protection agents and skin care 
oil,. . ." (Jakobson column 4, lines 4-1 1). Note, question under 35 U.S.C. 103 is not merely what 
reference expressly teach, but what they would have suggested to one of ordinary skill in the art 
at the time the invention was made; all disclosures of prior art, including unpreferred 
embodiments, must considered. In re Lamberti and Konort (CCPA), 192 USPQ 278. 

As discussed above, a prima facie case of obvious has been established. Regarding the 
establishment of unexpected results, a few notable principles are well settled. It is applicant's 
burden to explain any proffered data and establish how any results therein should be taken to be 
unexpected and significant. See MPEP 716.02 (b). The claims must be commensurate in the 
scope with any evidence of unexpected results. See MPEP 716.02 (d). Further, A 
DECLARATION UNDER 37 CFR 1 .132 must compare the claimed subject matter with the 
closest prior art in order to be effective to rebut a prima facie case if obviousness. See, MPEP 
716.02 (e). 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shengjun Wang, Ph.D. whose telephone number is (571)272- 
0632. The examiner can normally be reached on Monday-Friday from 8:30 to 5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan, can be reached on (571)272-0629. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9302. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (571) 272-1600. 



SHENG JUN WANG 
RjMABV^XAMINER 



Shengjun Wang 
March 19, 2004 



